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Application No. 

09/607,361 



Examiner 

Konstantina Katcheves 



Applicant(s) 

SHIGEMORI ETAL. 



Art Unit 

1636 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY iS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) f^^ONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenn adjustment. See 37 CFR 1.704(b). 

Status 

1 )1^ Responsive to communication(s) filed on 29 January 2003 . 
2a)IEI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-9,12-19,21 and 22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-9, 12-19, 21, 22 is/are rejected, 
/)□ Claim(s) is/are objected to. 

&)□ Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 30 June 2000 is/are: a)^ accepted or b)[EI objected to by the Examiner. 

Applicant may not request that any objection to the drawlng{s) be held in abeyance. See 37 CFR 1 .85{a). 
1 1 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) KI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

sMaW b)n Some*c)n None of: 

1 M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) n The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment{s) 

1) □ Notice of References Cited {PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application {PTO-1 52) 

3) ^ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 7. 24 . 6) □ Other: 
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DETAILED ACTION 

Claims 1-9, 12-19, 21 and 22 are pending in the present application. This Office Action 
is in response to Paper No. 23, filed 16 October 2002 and Paper No. 25, filed 31 December 2002. 



Response to Amendment 

The rejection of Claim 1 under 35 U.S.C. 101 has been withdrawn in view of Applicant's 
arguments filed 29 January 2003. 

The rejection of claims 2-9 under the judicially created doctrine of obviousness-type 
double patenting have been withdrawn in view of Applicant's arguments. 

Claims 1-9, 12-19, 21 and 22 stand rejected under 35 U.S.C. 102(b) as being anticipated 
by either Fujiwara et al. (Nucleic Acids Research Vol.26, no24 pp 5728-5733 1998) (hereinafter 
"Fujiwara A") or Fujiwara et al. (Nucleic Acids Research Vol.26, no24 pp 5734-5737 1998) 
(hereinafter "Fujiwara B"). 



Response to Arguments 

Claims 1-9, 12-19, 21 and 22 stand rejected under 35 U.S.C. 102(b) as being anticipated 
by either Fujiwara A or Fujiwara B. 

Applicant has presented two arguments in traverse of the present rejections: (1) that the 
invention is maintained, stabilized, without using DNA ligase; and (2) that the invention 
performs the conversion of a three-stranded DNA into a ds DNA without any nicks within the 
cells. Applicant is reminded that claims are given their broadest reasonable interpretation in 
light of the supporting disclosure. In re Morris, 111 F.3d 1048, 1054-55, 44 USPQ2d 1023, 
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1027-28 (Fed. Cir. 1997). The present claims recite neither that the invention is maintained 
without DNA ligase nor that the conversion of three-stranded DNA into ds DNA is performed 
without any nicks. The features upon which applicant relies discussed above are not recited in 
the rejected claims. Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Sequence Compliance 
This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 for the 
reasons set forth on the attached Notice To Comply With Requirements For Patent Applications 
Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. Applicant must 
comply with the requirements of the sequence rules (37 CFR 1.821 - 1.825) before the 
apphcation can be examined under 35 U.S.C. 131 and 132, Although Applicant responded to the 
sequence requirement set forth in the Office Action, mailed on 21 February 2001, Applicant 
should note that the drawings still contain sequences without referring to a corresponding SEQ 
ID NO. Applicant is required to correct this deficiency in order to be fully responsive to the 
instant Office Action. 
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Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Konstantina Katcheves whose telephone number is (703) 305- 
1999. The examiner can normally be reached on Monday through Friday 7:30 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Dr. Remy Yucel, Ph.D. can be reached on (703) 305-1998. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-3014 for 
regular communications and (703) 305-7939 for After Final communications. 

Any inquiry of a general nature or relating to the status of this appHcation or proceeding 

should be directed to the receptionist whose telephone number is (703) 305-3388. 

Konstantina Katcheves 
April 3, 2003 




